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Analysis of Professor Lessig’s Critique of the 

Copyright Office Orphan Works Report

Professor Lawrence Lessig of the Stanford University Law School on March 6, 2006, wrote a thoughtful letter to Congresswoman Zoe Lofgren concerning the U.S. Copyright Office report on orphan works.  Professor Lessig complimented the report for collecting and presenting evidence concerning the existence of an orphan works problem.  However, Professor Lessig critiqued the report’s proposed legislative solution, and offered an alternative approach.  The Copyright Office’s proposals have largely been adopted in H.R. 5439, the “Orphan Works Act of 2006,” introduced on May 22, 2006.  While some of Professor Lessig’s objections have merit, H.R. 5439 will significantly alleviate the orphan works problem, and has a chance of enactment in this or next Congress.  Unfortunately, Professor Lessig’s proposal raises serious concerns, and stands little chance of enactment -- Congress has shown no interest in this approach.  In contrast, following months of negotiations, the House Subcommittee on the Internet, Courts, and Intellectual Property approved H.R. 5439 on May 24, 2006. Accordingly, the LCA supports the approach taken in H.R. 5439, although it has reservations about a few of its specific provisions.   

The Copyright Office Proposal/H.R. 5439.  Under the provisions of H.R. 5439, a user who conducts a reasonably diligent, but unsuccessful, search for a copyright owner to obtain permission prior to her use would be liable for sharply reduced remedies if the owner subsequently reappears and objects to the use.   A library that stops the use would be liable for no damages whatsoever, and if it continues the use it would only have to pay “reasonable compensation,” not actual or statutory damages.  H.R. 5439 would apply to domestic and foreign, and published and unpublished works, regardless of their age.   Professor Lessig believes that this approach goes too far, and not far enough.  It goes too far in that it applies to foreign, unpublished, and recent works.  Professor Lessig argues that it is unfair for these works to receive orphan status because owners of these works had no reason to take any measures to ensure that prospective users could find them to ask permission to use their works.  It is not the owners’ fault that they are difficult to find, since they did not know that adverse consequences might flow from users’ failure to locate them.

Professor Lessig questions whether this approach goes far enough in that it still imposes on the user the cost of performing a reasonably diligent search.  Moreover, he argues, even if the user has performed a search, he does not know if a court will consider it diligent enough.  And if the court does find the search diligent enough, the court may still impose some remedies on the user.

Professor Lessig is correct that authors of unpublished and recent works had no notice of the need to make themselves identifiable.  However, they would have the opportunity now to address this issue if they did not want their works to receive orphan treatment.  For example, an author could maintain a website that lists her works and indicates how to contact her.  A user who did not find the website would have a very difficult time convincing a court that he conducted a reasonably diligent search.  Because H.R. 5439 would not take effect for two years, authors have ample time to take preventative measures.

Professor Lessig is also correct that a reasonably diligent search may be expensive and leave the user in a state of uncertainty.  But for libraries with in-house expertise in the subject area of the work and in copyright searches, the cost should be manageable.  Libraries, after all, routinely perform these searches today.  Furthermore, an approach based on a reasonably diligent search is preferable to Professor Lessig’s proposal, for the reasons stated below.

Professor Lessig’s Proposal.  Professor Lessig suggests that in the fifteenth year after a domestic work has been published, and every ten years afterwards, the copyright owner must take steps specified by the Copyright Office to maintain his copyright. Presumably these steps would involve some kind of registration. If the copyright owner does not maintain his copyright, a user can use the work upon payment of a minimal license fee set by the Copyright Office to a trust fund.  If the owner emerges, he collects the fee from the fund.  If the owner fails to emerge, the fee is returned to the user. 

Professor Lessig’s proposal would apply only to domestic works because requiring foreign authors to comply with formalities such as registration would violate the Berne Convention.  Thus, this approach would exclude the millions of works created abroad.  Professor Lessig would also exclude unpublished works, such as letters, even if of great historical significance.  The proposal also would not apply to the large number of orphaned works that are less the fifteen years old.  The Internet, for example, contains many anonymous postings of cultural and sociological value created in the very recent past.  In sum, Professor Lessig’s approach would provide a solution for only a small part of the orphan work problem.

This proposal also would not provide certainty to users in many cases.  A user often would have difficulty determining whether a work was domestic or foreign, published or unpublished, and five years old or twenty years old.  For example, an editor might find on the Internet an inspirational short story written in English by a John Smith, with no date or any other identifying information, which the editor wishes to include in an anthology.  The absence of a renewal form on file with the Copyright Office with respect to this story would not provide the editor with any guarantee that he can actually use the work.  The story might have been written by a Canadian John Smith; it might be only ten years old; it might technically never have been published.   The editor could expend significant resources attempting to determine when, where, and by whom the work was created, with no success.  Although the editor has performed what H.R. 5439 would consider a “reasonably diligent search,” he would still be liable for the full panoply of copyright remedies if the work fell outside the Lessig proposal’s narrow scope (i.e., if the work was foreign, published less than fifteen years ago, or unpublished).

It is unclear whether Professor Lessig proposes that all users pay license fees into a trust fund, or just commercial users.  Payment of a license fee would impose serious burdens on libraries, museums, archives, and other cultural institutions.  The Cornell University Library, for example, hopes to digitize the 300,000 photographs in its industrial relations archive.  Even a $10 fee for each photograph would render the project infeasible.  Although most, if not all, of the fees would be returned to Cornell University Library when the copyright owners did not emerge, that library would still have to make an upfront deposit of $3 million.  

Even if only commercial users would have to pay a license fee, the Copyright Office in its report still opposed the trust fund approach.  Because the vast majority of the fees will be unclaimed by the owners and therefore will be returned to the users, the Office believes that such a system will create unnecessary complexity.  Additionally, that office does not have the staff to set the fees and administer such a fund. 

Finally, any proposal that places on copyright owners the burden of renewing their copyrights every ten years is practically and politically unrealistic.  In 2003 Congresswoman Lofgren introduced a bill along these lines, which the associations representing copyright owners promptly opposed.  In the three years since then, the House Subcommittee on Internet, Courts, and Intellectual Property has not pursued it.  Moreover, copyright owners such as photographers, publishers, and motion picture studios attacked this approach when Professor Lessig raised it in the course of the Copyright Office’s orphan works proceeding.  It is highly unlikely that Congress would ever pass it.

Conclusion.  If enacted, H.R. 5439 would substantially alleviate the orphan works problem, particularly for libraries.  While H.R. 5439 requires a user to perform a reasonably diligent search for a copyright owner, this is precisely the sort of search libraries conduct today.  And a library that performs such a search will avoid all damages if it stops the use, and have to pay only reasonable compensation if it continues the use.   The Lessig proposal avoids the necessity of performing a reasonably diligent search, but it has numerous drawbacks.  It would apply to only a subset of the works libraries seek to use.  In many instances, a library will not know whether it can use the work, even if it performs what H.R. 5439 would consider a reasonably diligent search. Libraries might have to pay significant upfront license fees for large-scale digitization projects.  And, perhaps most significantly, Congress has shown no interest in the Lessig approach.  In contrast, H.R. 5439 has good prospects for enactment in this or next Congress.

	
	H.R. 5439

	Lessig’s Proposal


	Covered Works
	
	

	Temporal Restrictions
	Works created at any time
	Works published more than 14 years ago

	Nationality Restrictions
	Domestic and foreign works
	Domestic works only

	Publication Restrictions
	Published and unpublished works
	Published works only

	Determining Orphan Work Status
	
	

	Burdens on Copyright Owner
	Remain locatable with “reasonably diligent search”
	Periodic registration every 10 years after initial 14 year period

	Burdens on Copyright User
	“Reasonably diligent search”
	Search registry

	Fees Prior to Use of Orphan Works
	
	

	For Commercial Use
	None
	Payment of specified royalty fees into trust fund, with unclaimed fees returned after 5 years

	For Non-Commercial Use
	None
	Unclear

	Consequences if Owner Emerges
	
	

	For Commercial Users
	“reasonable compensation for the use of the infringed work”
	Forfeiture of funds placed in trust for copyright owner.

	For Non-Commercial Users
	Cease infringement or pay “reasonable compensation for the use of the infringed work”
	Unclear

	Injunctive Relief Against Non-Transformative Uses
	Available, with limitations
	Apparently unavailable

	Injunctive Relief Against Transformative Uses
	Not available, provided that reasonable compensation is paid
	Apparently unavailable


Comparison of H.R. 5439 with Lessig Orphan Works Proposal.

� Orphan Works Act of 2006, H.R. 5439, 109th Cong. (2006) (as reported by H. Subcomm. on Courts, the Internet, and Intellectual Prop., May 24, 2006).


� Report on Orphan Works by the Copyright Office Before the Subcomm. On Courts, the Internet, and Intellectual Prop. of the H. Comm. on the Judiciary, 109th Cong. 123-31 (2006) (letter of Lawrence Lessig to Rep. Lofgren).
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